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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Appellants : Thomas THOROE SCHERB et al. Confirmation No.: 5458 

AppIn.No. : 09/769,462 Group Art Unit: 1731 

Filed : January 26, 2001 Examiner: P. Chin 

For : MACHINE AND PROCESS FOR PRODUCING A TISSUE WEB 

REPLY BRIEF UNDER 37 C.F.R. 1.193(b)(1) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This Reply Brief is in response to the Examiner's Answer dated August 10, 2004, the 
period for reply extending until October 12, 2004 (October 10, 2004 being a Sunday and 
October 11, 2004 being a U.S. Federal holiday). 

In the Examiner's Answer, the Examiner has maintained the rejections of record. 

Appellants note that this Reply Brief is being filed under 37 C.F.R. 1 .193(b)(1) and is 
directed to the arguments presented in the Examiner's Answer. With regard to this Reply 
Brief, Appellants note that they are addressing points made in the Examiner's Answer and 
not repeating the arguments set forth in the Appeal Brief 

POINTS OF ARGUMENT 

First Issue 

On the Page 4, section 10 {Grounds of Rejection), the Examiner asserts that "[i]t 
would have been obvious to employ a pressure of 2.5MPa in light of the Schiel disclosure," 
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(Examiner's Answer Page 4, second full paragraph), since the 2.5 MPa disclosed by Schiel is 
about the 2 N4Pa pressure recited in Appellants' claims. While noting that the term "about" is 
not expressly defined, the Examiner asserts that, as an embodiment of the invention discloses 
a pressure of 3.3. MPa, "it is reasonable to conclude that 'about' 2 MPa includes 3.3 MPa." 
Appellants submit that the Examiner's arguments are based upon an 
misunderstanding/misinterpretation of Appellants' disclosure. 

In particular, Appellants note that the original disclosure was directed to two specific 
embodiments, i.e., a long shoe exerting a low pressure and a short shoe exerting a high 
pressure. More specifically, Appellants note that the long shoe/low pressure embodiment, to 
which the instant invenfion is directed, relates to a shoe having a length greater than 80 mm 
and a maximum pressure of less than or equal to 2 MPa, whereas the short shoe/high pressure 
embodiment relates to a shoe having a length less than 60 mm and a maximum pressure of 
greater than or equal to 3.3 MPa. (See Specification paragraphs [0029] and [0030]). 

Thus, Appellants note that two distinct embodiments of the invention are disclosed, 
that that there is no suggestion that the disclosed low maximum pressure of less than or equal 
to about 2 MPa is about the disclosed high maximum pressure of greater than or equal to 3 .3 
MPa. In fact. Appellants submit that the original disclosure makes clear that these pressures 
are certainly not about the same, such that the Examiner's arguments are based upon a 
misinterpretation of Appellants' disclosure. 

Accordingly, contrary to the Examiner's assertions, Appellants submit that it would 
not have been "reasonable to conclude that 'about' 2 MPa includes 3,3 MPa." Thus, 
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Appellants submit that the Examiner's basis for asserting that 2.5 MPa is "about" 2 MPa is 
improper, and that the rejection should be reversed. 

Further, as Appellants have previously noted, neither Appellants' disclosure nor any 
of the art of record provides any teaching to suggest to one ordinarily skilled in the art that, in 
the context of the invention of Schiel, that Schiel's disclosed minimum pressing pressure of 
2.5 MPa is "about" the same as a maximum pressing pressure of less than or equal to about 2 
MPa, as recited in Appellants' claims. 

In this regard. Appellants submit that, as the minimum pressure of 2.5 MPa in 
SCHIEL would have to be decreased by 20% to correspond to the maximum pressure recited 
in the pending claims. Appellants submit that there is no suggestion to one skilled in the art 
that the "minimum" maximum pressure of 2.5 MPa disclosed by SCHIEL is "about" 2.0 
MPa. Moreover, Appellants submit that the art of record fails to provide any teaching or 
suggestion that reducing the maximum pressure of SCHIEL to about 2 MPa would enable 
SCHIEL to continue operating in its intended manner, such that the asserted modification 
would not have been obvious under 35 U.S.C. § 103(a). 

Moreover, while SCHIEL indicates that the above-noted range (having a minimum 
pressure of 2.5 MPa) is advantageous "if a high production capacity is what is sought," 
Appellants note that SCHIEL fails to provide any teaching or suggestion as to what 
parameters, if any, would require adjustment if high production capacity is not sought. While 
the Examiner has asserted that it would have been obvious that, if high production capacity is 
not sought, one would reduce the pressure to 2.0 MPa or below, there is no teaching or 
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suggestion in the art of record to support the Examiner's assertions. In fact, Appellants note 
that SCHIEL fails to provide any teaching or suggestion of operation outside of the disclosed 
range of greater than 2.5 MPa, and certainly fails to suggest operating the press at a pressure 
significantly below, i.e., 20% below, the lowest disclosed limit of the range. 

Appellants further note that, because SCHIEL provides no guidance for operating 
outside of the disclosed pressure range of greater than 2.5 MPa, this document does not 
provide any disclosure as to what output one could expect if operated within the modified 
range asserted by the Examiner, and certainly provides not suggestion that operation within 
such a range would successfully dewater the web to the extent necessary in SCHIEL. 

Accordingly, Appellants submit that, as the Examiner's asserted modification of 
SCHIEL is contrary to express teachings of the document, it is not apparent that the lower 
maximum pressing pressure would be sufficient to enable the press of SCHIEL to operate in 
its intended manner. 

For the foregoing reasons, Appellants submit that SCHIEL fails to teach or suggestion 
the combination of features recited in at least the independent claims, such that the 
Examiner's decision to finally reject the claims should be reversed and the application should 
be remanded to the examining group for early allowance. 

CONCLUSION 

For the reasons expressed above, Appellant respectfully requests that the grounds of 
rejection advanced by the Examiner be reversed. Appellants further request that the 
application be returned to the Examining Group for prompt allowance. 



-4- 



P20418.A18 



Customer No.: 7055 



Although neither a fee nor an extension of time is believed to be due with this Reply 
Brief, if an extension of time is necessary. Appellants respectfully request an extension of 
time under 37 C.F.R. 1.136(a) for as many months as would be required to render this 
submission timely. Further, the Commissioner is hereby authorized to charge any additional 
fee due to Deposit Account No. 19-0089. 



October 12, 2004 

GREENBLUM & BERNSTEIN, P.L.C. 
1941 Roland Clarke Place 
Reston, VA 20191 
(703)716-1191 




Respectfully submitted, 
Thomas THOROE SC^ERB^t al. 



